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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on March 9, 2007, has been entered. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 1-3, 5-1 1, 13-16, 18-20, 29 and 31-32 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Aoyagi et al (US 
Pat. No. 6222704 Bl). 

As recited in claim 1 , Aoyagi et al show a head suspension assembly, comprising: a beam 
component (right part of 23 in Fig. 4) having a front (right) end and a rear (left) end; a hinge 
component (portion 27 of 23) near the rear (left) end of the beam component for connecting to an 
actuation arm; and a gimbal component 24B near the front end of the main beam section for 
carrying a transducing head 25; wherein the hinge component (portion 27 of 23) comprises a first 
structural damping material (see col. 3, lines 23-25, “stainless steel”) and the gimbal component 
24B comprises a second structural damping material (see col. 3, lines 23-25, “stainless steel”). 

As recited in claims 1-2 and 9-10, Aoyagi et al are silent regarding stainless steel having 
a modulus of elasticity greater than approximately 10 gigapascals, 30 gigapascals, and 50 
gigapascals. 

The Examiner asserts that stainless steel inherently has a modulus of elasticity greater 
than approximately 10 gigapascals (See, e.g., Nakamura et al, US Pat. No. 6212043 Bl, Table 1). 

Even if the modulus of elasticity were not a property inherent to stainless steel, it would 
have been obvious for a person of ordinary skill in the art to explore known options by trying the 
stainless steel known in the art to have a modulus of elasticity greater than approximately 1 0 
gigapascals. No teaching, suggestion, nor motivation is required to establish a prima facie case 



of obviousness. KSR v. Tele flex. 550 U.S. 
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As recited in claim 3, Aoyagi et al show that the first structural damping material (see 
col. 3, lines 23-25, “stainless steel”) and the second structural damping material (see col. 3, lines 
23-25, “stainless steel”) are substantially identical in composition. 

As recited in claim 5, Aoyagi et al show that the hinge component (27 of 23) applies a 
preload (see col. 2, line 22, “load”) on the transducing head through the beam component (right 
part of 23 in Fig. 4). 

As recited in claim 6, Aoyagi et al show that the entire hinge component (27 of 23) is 
substantially made from the first structural damping material (see col. 3, lines 23-25, “stainless 
steel”) only. 

As recited in claim 7, Aoyagi et al show that the entire gimbal component 24B is 
substantially made from the second structural damping material (see col. 3, lines 23-25, 

“stainless steel”) only. 

As recited in claim 8, Aoyagi et al show that the hinge component (27 of 23) has no 
external structural damping material attached thereto. 

As recited in claim 1 1, Aoyagi et al show that the first structural damping material (see 
col. 3, lines 23-25, “stainless steel”) is (inherently) an alloy. 

As recited in claim 13, Aoyagi et al show that at least one of the hinge component and the 
gimbal component 24B is separately made and attached to the beam component (right part of 
23). (The product by process limitations in these claims are directed to the product per se, no 
matter how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). See also In re Brown, 
173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessman, 180 USPQ 324; In re Avery, 186 
USPQ 161; In re Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal with this issue,); In re 
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Marosi et al, 218 USPQ 289; and particularly In re Thorpe, 227 USPQ 964, all of which make it 
clear that it is the patentability of the final structure of the product “gleaned” from the process 
limitations or steps, which must be determined in a “product by process” claim, and not the 
patentability of the process limitations. Moreover, an old or obvious product produced by a new 
method is not a patentable product, whether claimed in “product by process” claims or not. Note 
that the applicant has the burden of proof in such cases, as the above case law makes clear.) 

„ As recited in claims 14-15, Aoyagi et al are silent regarding whether the at least one of 
the hinge or gimbal component is attached to the beam component by adhesive or by welding. 

Official notice is taken of the fact that it was known in the art at the time the invention 
was made to adhere or to weld suspension components. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to adhere or weld the suspension components of Aoyagi et al as is notoriously well 
known in the art. The rationale is as follows: one of ordinary skill in the art would have been 
motivated to explore known options by trying adhesives and welding to join the parts of Aoyagi 
et al as is notoriously well known in the art. No teaching, suggestion nor motivation is required 
to establish a prima facie case of obviousness. KSR v. Tele flex. 550 U.S. (2007). 

As recited in claim 16, Aoyagi et al show a head suspension assembly (see Fig. 4, for 
example), comprising a beam component (right side of 23 in Fig. 4), a hinge component (27 of 
23), wherein the hinge component consists essentially of a first structural damping material 
(stainless steel), and a gimbal component 24B near the front end of the beam component (right 
part of 23) for connecting to a slider assembly 25 carrying a transducer (see col. 3, line 36, 
“slider 25 including the read/write head”). 
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As recited in claim 16, Aoyagi et al are silent regarding whether the hinge component is 
separately made and attached to the rear end of the beam component. 

The product by process limitations in these claims are directed to the product per se, no 
matter how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). See also In re Brown, 
173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessman, 180 USPQ 324; In re Avery, 186 
USPQ 161; In re Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal with this issue,); In re 
Marosi et al, 218 USPQ 289; and particularly In re Thorpe, 227 USPQ 964, all of which make it 
clear that it is the patentability of the final structure of the product “gleaned” from the process 
limitations or steps, which must be determined in a “product by process” claim, and not the 
patentability of the process limitations. Moreover, an old or obvious product produced by a new 
method is not a patentable product, whether claimed in “product by process” claims or not. Note 
that the applicant has the burden of proof in such cases, as the above case law makes clear. In 
this case, the product of Aoyagi et al could have been formed by the recited process. 

However, even if the product of Aoyagi et al could not have been formed by the recited 
process, there is no invention in integration or separation of parts, when the integration or 
separation would have been within the level of ordinary skill in the art. See In re Fridolph, 135 
USPQ 319 (CCPA 1962). See also Nerwin v. Erlichman, 168 USPQ 177 (BPAI 1969). 

Furthermore, using one-piece construction or joining separately formed parts is a matter 
of obvious design choice. See In re Larson, 144 USPQ 347 (CCPA 1965). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to separately form and join the hinge and beam. The rationale is as follows: one of 
ordinary skill in the art would have been motivated to explore known options and to engage in 
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routine design choice. No teaching, suggestion nor motivation is required to establish a prima 
facie case of obviousness. KSR v. Teleflex . 550 U.S. (2007). 

Regarding the limitation “for connecting to an actuation arm”: A recitation of the 
intended use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the claim. 

Regarding the limitation “having a modulus of elasticity greater than approximately 10 
gigapascals”: See teachings above for claims 1-2 and 9-10. 

Regarding claim 18: See teachings above for claim 11. 

Regarding claim 19: See teachings above for claims 1-2 and 9-10. 

Regarding claim 20: See teachings above for claim 3. 

As recited in claims 29 and 32, Aoyagi et al show that the second structural damping 
material (see col. 3, lines 23-25, “stainless steel”) is (inherently) an alloy. 

As recited in claim 31, Aoyagi et al show that the second structural damping material (of 
which 24B is made) is a composite (see especially 34). 

6. Claims 12, 26-28 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Aoyagi et al (US Pat. No. 6222704 Bl) as applied to claims 1-3, 5-11, 13-16, 18-20, 29 and 31- 
32 above, and further in view of Nakamura et al (US Pat. No. 6212043 Bl). 

As recited in claims 12, 27 and 30, Aoyagi et al are silent regarding whether the first 
structural damping material is a laminate comprising a stainless steel layer and a damping 
material layer. 
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As recited in claims 12, 27 and 30, Nakamura et al show that the first structural damping 
material is a laminate comprising a stainless steel layer and a damping material layer (see col. 5, 
lines 23-28). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use a laminate as the first structural damping material of Aoyagi et al as taught by 
Nakamura et al. The rationale is as follows: one of ordinary skill in the art would have been 
motivated to provide more superior damping effect as taught by Nakamura et al (see col. 5, lines 
23-28). t 

As recited in claims 26 and 28, Aoyagi et al are silent regarding whether the first 
structural damping material is a composite. 

As recited in claim 26, Nakamura et al show structural damping composite (see Table 1). 
See teachings, rationale and motivation above for claims 12, 27 and 30. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1-3, 5-16, 18-20 and 26-32 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Hiller et al (US Pat. No. 6985333 Bl) show a stainless steel flexure (see col. 5, lines 6- 
13), and a stainless steel valve (see col. 21, lines 49-52) having a modulus of elasticity of about 
200 GPa (see col. 5, lines 6-13). 

Steelnext.com Glossary defines Alloy Steel and Chromium. 
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9. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julie Anne Watko whose telephone number is (571) 272-7597. 
The examiner can normally be reached on Mon & Fri, 9:30AM to 7:30PM, Tues-Thurs after 
5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 

supervisor, Dwayne D. Bost can be reached on (571) 272-7023. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 

Julie Anne Watko 
Primary Examiner 
Art Unit 2627 

June 25, 2007 
JAW 




